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DETAILED ACTION 

Response to Pre-Amendment 

1 . The preset Office action is made in response to the pre-amendment filed on 
3/9/2005. It is noted that in the preamendment, applicant has amended claims 3-8. 
There is not any claim being added or canceled from the application. The pending 
claims 1-10 are examined in this Office action. 

Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Drawings 

3. The drawings contained four sheets of figures 1 -4 were received on 3/9/2005. 
These drawings are approved by the examiner. 

Specification 

4. The abstract of the disclosure as provided in the front page of the WO 
2004/025351 is used as the abstract of the U.S. application. The abstract is objected to 
because the term "means" is used. Correction is required. See MPEP § 608.01(b). 

5. Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 1 50 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
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often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 

6. The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1 , 3-7, 9 and 1 0 are rejected under 35 U.S.C. 1 02(b) as being anticipated 
by Van den Bosch (U.S. Patent No. 3,922,092). 

Van den Bosch discloses a monochromator and light dispersive apparatus. The 
apparatus as described in columns 4-6 and shown in figs. 1-4A comprises the 
following features: a) a dispersive prism (34) for providing a plurality of light 
beams with different wavelengths from a white light incident on the prism; and b) 
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a frequency selective system for selectively blocking or transmitting light from the 
set of the light beams with different wavelengths in order to control the frequency 
of light transmitted by the frequency selective system. See columns 5-6 and fig. 
4. Regarding to the structure of the frequency selective system, in columns 5-6 
and fig. 4A, Van den Bosch states that the scanning wheel (44) is disposed on 
the aperture plane defined by the scanning wheel (38), see column 5, lines 55- 
60. Each of the scanning wheels (38, 44) is rotatable via the operation of its 
driving device (40, 46). The scanning wheel (38, 44) as stated in column 5 and 
shown in figs. 3 comprises an element having a disc-like shape containing a 
plurality of apertures on an opaque support. Regarding to the feature recited in 
the present claim 4, it is noted that while the claim recites that the rotatable 
member has a shaped outer periphery to control the passage of the light past the 
rotatable member; however, the claim has not provided any specific limitation for 
the shape. In the device provided by Van den Bosch, each of the scanning 
wheels (38, 44) has a round shape, see figure 3, for example, and disposed on 
the light path of light passed through the dispersive prism (34) to control the light 
from the prism to the lens system (50). Regarding to the feature related to the 
arrangement of the rotatable members on the same axis or about spaced parallel 
axes as recited in present claim 5, such feature is readable from the teachings a 
provided in columns 5-6 and shown in fig. 4A in which Van den Bosch discloses 
that the light from each of the apertures (14, 16, 18) of the scanning wheel (38) is 
focused onto the apertures (14', 16', 18') of the scanning wheel (44). With such 
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an arrangement then the wheels (38, 44) have to arrange in a parallel manner 
with respect to each other. The continuous manner in rotation of the wheels as 
recited in present claim 6 is provided by Van den Bosch as can be seen in 
column 5, lines 44-65. Regarding to the feature of present claim 7, such feature 
is disclosed by Van den Bosch as can be seen in column 6, lines 4-24. 
Regarding to the method claims 9 and 10, it is noted that the method limitations 
are implicitly met by the structure limitations. 

Regarding to the feature that the device is used in a scanning optical microscope 
as recited in the preamble part of each of claims 1 , 9 and 10 such feature is not 
given a patentable weight because all features appeared after the term 
"comprising" of each claim do not provide any structure of the so-called 
"scanning optical microscope" recited in the preamble part of claims 1 , 9 and 10. 
See In re Casey, 152 USPQ 235 (CCPA 1967); Kropa v. Robie, 88 USPQ 478 
(CCPA 1951) 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 1-7 and 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Engelhardt (U.S. Patent No. 5,886,784) in view of Van den Bosch. 
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Engelhardt discloses a confocal fluoscent microscope. The microscope as 
described in columns 4-5 and shown in fig. 1 comprises the following features: a) 
an illuminating device having a light source and optics for guiding light from the 
light source to a sample (13); b) the optics comprises a beam splitter (8) for 
guiding fluorescent light from the sample to an optical device (16). The optical 
device (16) as descried in column 5 and shown in fig. 3 comprises a dispersive 
element (27), a frequency selective device (28, 33) and detecting elements (31 , 
32) wherein light of different wavelengths emitted from the dispersive element 
(24) is selectively received by particular detecting elements. The only feature 
missing from the microscope as provided by Engelhardt is that he does not 
disclose that the frequency selective system comprises rotatable element(s) for 
selectively controlling the frequency of light received by the detecting element(s). 
However, it is noted that there are a variety of means in the art to selectively 
block and/or allow light from an optical element to another optical element such 
as an array of adjustable apertures, an array of micromirrors, an array of pixels of 
a liquid crystal device whose pixels can change from a transmissive status to an 
opaque status, .... Although, each means for blocking/allowing light from an 
optical element to another optical element provides benefits in certain 
applications and situations; however, the decision for using a specific means for 
blocking/allowing light from an optical element to another optical element is a 
matter of obvious design choice. In this aspect, it is noted that the use of a set of 
rotatable elements for controlling the frequency of light emitted from a dispersive 
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element to another optical element is known to one skilled in the art as can be 
seen in the device provided by Van den Bosch. In particular, Van den Bosch 
discloses a monochromator and light dispersive apparatus. The apparatus as 
described in columns 4-6 and shown in figs. 1-4A comprises the following 
features: a) a dispersive prism (34) for providing a plurality of light beams with 
different wavelengths from a white light incident on the prism; and b) a frequency 
selective system for selectively blocking or transmitting light from the set of the 
light beams with different wavelengths in order to control the frequency of light 
transmitted by the frequency selective system. See columns 5-6 and fig. 4. 
Regarding to the structure of the frequency selective system, in columns 5-6 and 
fig. 4A, Van den Bosch states that the scanning wheel (44) is disposed on the 
aperture plane defined by the scanning wheel (38), see column 5, lines 55-60. 
Each of the scanning wheels (38, 44) is rotatable via the operation of its driving 
device (40, 46). The scanning wheel (38, 44) as stated in column 5 and shown in 
figs. 3 comprises an element having a disc-like shape containing a plurality of 
apertures on an opaque support. Regarding to the feature recited in the present 
claim 4, it is noted that while the claim recites that the rotatable member has a 
shaped outer periphery to control the passage of the light past the rotatable 
member; however, the claim has not provided any specific limitation for the 
shape. In the device provided by Van den Bosch, each of the scanning wheels 
(38, 44) has a round shape, see figure 3, for example, and disposed on the light 
path of light passed through the dispersive prism (34) to control the light from the 
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prism to the lens system (50). Regarding to the feature related to the 
arrangement of the rotatable members on the same axis or about spaced parallel 
axes as recited in present claim 5, such feature is readable from the teachings a 
provided in columns 5-6 and shown in fig. 4A in which Van den Bosch discloses 
that the light from each of the apertures (14, 16, 18) of the scanning wheel (38) is 
focused onto the apertures (14', 16', 18') of the scanning wheel (44). With such 
an arrangement then the wheels (38, 44) have to arrange in a parallel manner 
with respect to each other. The continuous manner in rotation of the wheels as 
recited in present claim 6 is provided by Van den Bosch as can be seen in 
column 5, lines 44-65. Regarding to the feature of present claim 7, such feature 
is disclosed by Van den Bosch as can be seen in column 6, lines 4-24. 
Regarding to the method claims 9 and 10, it is noted that the method limitations 
are implicitly met by the structure limitations. 

Regarding to the feature that the device is used in a scanning optical microscope 
as recited in the preamble part of each of claims 1 , 9 and 10 such feature is not 
given a patentable weight because all features appeared after the term 
"comprising" of each claim do not provide any structure of the so-called 
"scanning optical microscope" recited in the preamble part of claims 1, 9 and 10. 
See In re Casey, 152 USPQ 235 (CCPA 1967); Kropa v. Robie, 88 USPQ 478 
(CCPA1951) 

Thus, it would have been obvious to one skilled in the art at the time the 
invention was made to modify the confocal fluorescent microscope having a 
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dispersive element and a frequency selection device as provided by Engelhardt 
by using a frequency selection device having rotatable elements as suggested by 
Van den Bosch for the purpose of controlling the frequency of light emitted from 
the dispersive element to a detecting device to meet a particular application. 
1 1 . Claim 8 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Engelhardt in view of Van den Bosch as applied to claim 1 above, and further in view of 
Dixon et al (U.S. patent No. 5,192,980). 

The combined product as provided by Engelhardt and Van den Bosch does not 
disclose the use of a telescope between a beam splitter and a detecting device 
on the upstream of the dispersive element as claimed in the present claim 8. 
However, the use of a telescope between a beam splitter and a detecting device 
is known to one skilled in the art as can be seen in the scanning microscope 
disclosed by Dixon et al. In particular, Dixon et al disclose a scanning 
microscope. The microscope as described in columns 5-6 and shown in fig. 5 
comprises a beam splitter (512) for allowing light from a fluorescent sample (528) 
to a detecting device (540) wherein an beam expander (532), which is 
understood is a combination of optical elements such as lenses for forming a 
telescope, is disposed between the beam splitter (512) and the detecting device 
(540) on an upstream of a grating element (534). Thus, it would have been 
obvious to one skilled in the art at the time the invention was made to modify the 
combined product as provided by Engelhardt and Van den Bosch by utilizing a 
telescope between a beam splitter and a detecting device at a position upstream 
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a dispersive element as suggested by Dixon et al for the purpose of relaying 
images of a sample in an optical device having large size or having a receiving 
device disposed remote from the sample. 

Conclusion 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thong Nguyen whose telephone number is (571) 272- 
2316. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephone B. Allen can be reached on (571) 272-2434. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Thong Nguyen/ 

Primary Examiner, Art Unit 2872 



